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DETAILED ACTION 



Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

■ 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

ta*4U 

Claims **x are rejected under 35 U.S.C. 102(b) as being anticipated by Kraft 
(US006424829B1). 

Regarding claim 1, Kraft discloses a system where a terminal receives a short 
message (see column 5, lines 30-62 and figure 3), which reads on the claimed, "method 
of filtering messages received on a receiving telephone apparatus, the method 
comprising: receiving a message from a calling telephone." Then, the terminal identifies 
the message by reading identification means in the message and compares the 
identification means with parameters specified in a folder. If the folder identifies the 
identification means in the message, the message will be placed/stored in the folder 
(see column 5, lines 30-62 and figure 3), which reads on the claimed, "applying a 
filtering rule to the message on the receiving phone; and executing a filtering process if 
the message satisfies the filtering rules." 

Regarding claim 11, Kraft discloses the short messages may be SMS messages 
(see column 3, lines 46-51), which reads on the claimed, "the message is a Short 
Message Service message." 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kraft in 
view of Wroblewski (US 20030003964A1 ). 

Regarding claim 3, Kraft fails to disclose filtering the message if the telephone 
number of the calling telephone is not listed in a phone book of the receiving telephone 
apparatus. 

In a similar field of endeavor, Wroblewski discloses a system where a filter 
process may admit incoming messages on the basis of the presence, in a header of 
such message, of a source indicia that matches in some way, an entry within a phone- 
book record (see paragraph 52), which reads on the claimed, "filtering the message if 
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the telephone number of the calling telephone is not listed in a phone book of the 
receiving telephone apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Wroblewski to include the above filtering of messages 
that do not match an entry in the phone book in order to maximize user convenience by 
eliminating undesired messages. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kraft in 
view of Ala-Luukko (US006920332B2). 

Regarding claim 4, Kraft fails to disclose filtering the message if the telephone 
number of the calling telephone is listed as an entry in a blocking list stored in the 
receiving telephone apparatus. 

In a similar field of endeavor, Ala-Luukko discloses a system where a blocking 
list is used to prevent SMS messages from being set to a user (see column 7, lines 17- 
37), which reads on the claimed, "filtering the message if the telephone number of the 
calling telephone is listed as an entry in a blocking list stored in the receiving telephone 
apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Ala-Luukko to include the above use of a blocking list 
in order to maximize user convenience by eliminating undesired messages. 
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Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kraft in view of Ala-Luukko and further in view of Huna et al (US 2001 001 2286A1). 

Regarding claim 2, Kraft fails to disclose filtering the message if the telephone 
number of the calling telephone contains less than a predetermined number of digits. 

In a similar field of endeavor, Ala-Luukko discloses a system where a blocking 
list is used to prevent SMS messages from being set to a user (see column 7, lines 17- 



37). 



It would have been obvious to a person of ordinary skill in the art at the time of 



the invention to modify Kraft with Ala-Luukko to include the above use of a blocking list 
in order to maximize user convenience by eliminating undesired messages. The 
combination of Kraft and Ala-Luukko fails to disclose the use of a wildcard in filtering 
messages. 

In a similar field of endeavor, Huna et al disclose a system where a user could 
specify a filter to select only those messages originating in a certain area code (see 
paragraph 75). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Ala-Luukko with Huna et al to 
include the above use of a certain area code in order to maximize user convenience by 
eliminating undesired messages. The resultant combination reads on the claimed, 
"filtering the message if the telephone number of the calling telephone contains less 
than a predetermined number of digits," wherein if the numbers filtered out at the 
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beginning are null or zeros, and the rest are wildcards, the resultant telephone numbers 
would have less than a predetermined number of digits. 

Regarding claim 5, Kraft fails to disclose the use of a wildcard for filtering 
messages. 

In a similar field of endeavor, Ala-Luukko discloses a system where a blocking 
list is used to prevent SMS messages from being set to a user (see column 7, lines 17- 
37). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Ala-Luukko to include the above use of a blocking list 
in order to maximize user convenience by eliminating undesired messages. The 
combination of Kraft and Ala-Luukko fails to disclose the use of a wildcard in filtering 
messages. 

In a similar field of endeavor, Huna et al disclose a system where a user could 
specify a filter to select only those messages originating in a certain area code (see 
paragraph 75). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Ala-Luukko with Huna et al to 
include the above use of a certain area code in order to maximize user convenience by 
eliminating undesired messages. 

Claims 6, 7, 12 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kraft in view of Vermelle et al (US 20010049279A1). 
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Regarding claim 6, Kraft fails to disclose automatically deleting the message 
without informing a user of the receiving telephone apparatus. 

In a similar field of endeavor, Vermelle et al disclose a system where an SMS 
message is deleted as soon as it is consulted (see paragraphs 44-47), which reads on 
the claimed, "automatically deleting the message without information a user of the 
receiving telephone apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Vermelle et al to include the above deleting a 
message after consulting in order to optimize the memory without intervention by the 
user of the terminal as suggested by Vermelle et al (see paragraph 47). 

Regarding claim 7, Kraft fails to disclose automatically deleting the message 
after a user of the receiving telephone apparatus has finished reading the message. 

In a similar field of endeavor, Vermelle et al disclose a system where an SMS 
message is deleted as soon as it is consulted (see paragraphs 44-47), which reads on 
the claimed, "automatically deleting the message after a user of the receiving telephone 
apparatus has finished reading the message." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Vermelle et al to include the above deleting a 
message after consulting in order to optimize the memory without intervention by the 
user of the terminal as suggested by Vermelle et al (see paragraph 47). 

Regarding claim 12, Kraft discloses a system where .a terminal receives a short 
message (see column 5, lines 30-62 and figure 3), which reads on the claimed, "method 
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of filtering messages received on a receiving telephone apparatus, the method 
comprising: receiving a message from a calling telephone." Then, the terminal identifies 
the message by reading identification means in the message and compares the 
identification means with parameters specified in a folder. If the folder identifies the 
identification means in the message, the message will be placed/stored in the folder 
(see column 5, lines 30-62 and figure 3), which reads on the claimed, "applying a 
filtering rule to the message; and executing a filtering process if the message satisfies 
the filtering rules." Kraft fails to disclose automatically deleting the message without 
informing a user of the receiving telephone apparatus. 

In a similar field of endeavor, Vermelle et al disclose a system where an SMS 
message is deleted as soon as it is consulted (see paragraphs 44-47), which reads on 
the claimed, "automatically deleting the message without information a user of the 
receiving telephone apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Vermelle et al to include the above deleting a 
message after consulting in order to optimize the memory without intervention by the 
user of the terminal as suggested by Vermelle et al (see paragraph 47). 

Regarding claim 17, Kraft fails to disclose automatically deleting the message 
after a user of the receiving telephone apparatus has finished reading the message. 

In a similar field of endeavor, Vermelle et al disclose a system where an SMS 
message is deleted as soon as it is consulted (see paragraphs 44-47), which reads on 
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the claimed, "automatically deleting the message after a user of the receiving telephone 
apparatus has finished reading the message." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Vermelle et al to include the above deleting a 
message after consulting in order to optimize the memory without intervention by the 
user of the terminal as suggested by Vermelle et al (see paragraph 47). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kraft in 
view of Wendelrup (US 20020023099A1 ). 

Regarding claim 8, Kraft fails to disclose saving the message to a Subscriber 
Identity Module card of the receiving telephone apparatus without informing a user of 
the receiving telephone apparatus. 

In a similar field of endeavor, Wendelrup discloses a system where a user may 
preset a priority order of where to store information that may include a SIM card (see 
paragraphs 32-34), which reads on the claimed, "saving the message to a Subscriber 
Identity Module card of the receiving telephone apparatus without informing a user of 
the receiving telephone apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Wendelrup to include the above storing to a device 
based on user priority in order to have the advantage that the user need not be 
concerned with the storage requirements as suggested by Wendelrup (see paragraphs 
11-12). 
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Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kraft in view of Soderbacka et al (WO 99/20062). 

Regarding claim 9, Kraft fails to disclose if a SIM card of the receiving telephone 
apparatus is full with messages from calling telephones, the receiving telephone 
apparatus automatically deletes a message that matches the filtering rule. 

In a similar field of endeavor, Soderbacka et al disclose a system using a SIM 
card (see figure 2) where if there is no free memory available for short messages, it is 
checked to see if the short message is a deleting one, and, if so, a previous message is 
deleted according to the instructions (see page 13, lines 1-17), which reads on the 
claimed, "if a Subscriber Identity Module card of the receiving telephone apparatus is 
full with messages from calling telephones, the receiving telephone apparatus 
automatically deletes a message that matches the filtering rule." 

* 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Soderbacka et al to include the above deleting of 
messages automatically in order to prevent filling the memory and missing a more 
useful short message when the memory is full as suggested by Soderbacka et al (see 
page 1 , line 30 - page 2, line 1 1 ). 

Regarding claim 10, Kraft fails to disclose if a SIM card of the receiving 
telephone apparatus is full with messages from calling telephones, the receiving 
telephone apparatus automatically deletes an oldest message that matches the filtering 
rule. 
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In a similar field of endeavor, Soderbacka et al disclose a system using a SIM 
card (see figure 2) where if there is no free memory available for short messages, it is 
checked to see if the short message is a deleting one, and, if so, a previous message is 
deleted according to the instructions (see page 13, lines 1-17), which reads on the 
claimed, "if a Subscriber Identity Module card of the receiving telephone apparatus is 
full with messages from calling telephones, the receiving telephone apparatus 
automatically deletes an oldest message that matches the filtering rule." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify Kraft with Soderbacka et al to include the above deleting of 
messages automatically in order to prevent filling the memory and missing a more 
useful short message when the memory is full as suggested by Soderbacka et al (see 
page 1 , line 30 - page 2, line 11). 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kraft in 
view of Vermelle et al as applied to claim 12 above, and further in view of Wroblewski. 

Regarding claim 14, the combination of Kraft and Vermelle et al fails to disclose 
filtering the message if the telephone number of the calling telephone is not listed in a 
phone book of the receiving telephone apparatus. 

In a similar field of endeavor, Wroblewski discloses a system where a filter 
process may admit incoming messages on the basis of the presence, in a header of 
such message, of a source indicia that matches in some way, an entry within a phone- 
book record (see paragraph 52), which reads on the claimed, "filtering the message if 
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the telephone number of the calling telephone is not listed in a phone book of the 
receiving telephone apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Wroblewski to 
include the above filtering of messages that do not match an entry in the phone book in 
order to maximize user convenience by eliminating undesired messages. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kraft in 
view of Vermelle et al as applied to claim 12 above, and further in view of Ala-Luukko. 

Regarding claim 15, the combination of Kraft and Vermelle et al fails to disclose 
filtering the message if the telephone number of the calling telephone is listed as an 
entry in a blocking list stored in the receiving telephone apparatus. 

In a similar field of endeavor, Ala-Luukko discloses a system where a blocking 
list is used to prevent SMS messages from being set to a user (see column 7, lines 17- 
37), which reads on the claimed, "filtering the message if the telephone number of the 
calling telephone is listed as an entry in a blocking list stored in the receiving telephone 
apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Ala-Luukko to 
include the above use of a blocking list in order to maximize user convenience by 
eliminating undesired messages. 
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Claims 13 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kraft in view of Vermelle et al and Ala-Luukko and further in view of Huna et al. 

Regarding claim 13, the combination of Kraft and Vermelle et al fails to disclose 
filtering the message if the telephone number of the calling telephone contains less than 
a predetermined number of digits. 

In a similar field of endeavor, Ala-Luukko discloses a system where a blocking 
list is used to prevent SMS messages from being set to a user (see column 7, lines 17- 
37). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Ala-Luukko to 
include the above use of a blocking list in order to maximize user convenience by 
eliminating undesired messages. The combination of Kraft, Vermelle et al and Ala- 
Luukko fails to disclose the use of a wildcard in filtering messages. 

In a similar field of endeavor, Huna et al disclose a system where a user could 
specify a filter to select only those messages originating in a certain area code (see 
paragraph 75). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft, Vermelle et al and Ala-Luukko with 
Huna et al to include the above use of a certain area code in order to maximize user 
convenience by eliminating undesired messages. The resultant combination reads on 
the claimed, "filtering the message if the telephone number of the calling telephone 
contains less than a predetermined number of digits," wherein if the numbers filtered out 
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at the beginning are null or zeros, and the rest are wildcards, the resultant telephone 
numbers would have less than a predetermined number of digits. 

Regarding claim 16, the combination of Kraft and Vermelle et al fails to disclose 
the use of a wildcard for filtering messages. 

In a similar field of endeavor, Ala-Luukko discloses a system where a blocking 
list is used to prevent SMS messages from being set to a user (see column 7, lines 17- 
37). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Ala-Luukko to 
include the above use of a blocking list in order to maximize user convenience by 
eliminating undesired messages. The combination of Kraft, Vermelle et al and Ala- 
Luukko fails to disclose the use of a wildcard in filtering messages. 

In a similar field of endeavor, Huna et al disclose a system where a user could 
specify a filter to select only those messages originating in a certain area code (see 
paragraph 75). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft, Vermelle et al and Ala-Luukko with 
Huna et al to include the above use of a certain area code in order to maximize user 
convenience by eliminating undesired messages. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kraft in 
view of Vermelle et al as applied to claim 12 above, and further in view of Wendelrup. 
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Regarding claim 18, Kraft fails to disclose saving the message to a Subscriber 
Identity Module card of the receiving telephone apparatus without informing a user of 
the receiving telephone apparatus. 

In a similar field of endeavor, Wendelrup discloses a system where a user may 
preset a priority order of where to store information that may include a SIM card (see 
paragraphs 32-34), which reads on the claimed, "saving the message to a Subscriber 
Identity Module card of the receiving telephone apparatus without informing a user of 
the receiving telephone apparatus." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Wendelrup to 
include the above storing to a device based on user priority in order to have the 
advantage that the user need not be concerned with the storage requirements as 
suggested by Wendelrup (see paragraphs 11-12). 

Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kraft in view of Vermelle et al as applied to claim 12 above, and further in view of 
Soderbacka et al. 

Regarding claim 19, the combination of Kraft and Vermelle et al fails to disclose 
if a SIM card of the receiving telephone apparatus is full with messages from calling 
telephones, the receiving telephone apparatus automatically deletes a message that 
matches the filtering rule. 
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In a similar field of endeavor, Soderbacka et al disclose a system using a SIM 
card (see figure 2) where if there is no free memory available for short messages, it is 
checked to see if the short message is a deleting one, and, if so, a previous message is 
deleted according to the instructions (see page 13, lines 1-17), which reads on the 
claimed, "if a Subscriber Identity Module card of the receiving telephone apparatus is 
full with messages from calling telephones, the receiving telephone apparatus 
automatically deletes a message that matches the filtering rule." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Soderbacka et 
al to include the above deleting of messages automatically in order to prevent filling the 
memory and missing a more useful short message when the memory is full as 
suggested by Soderbacka et al (see page 1 , line 30 - page 2, line 1 1 ). 

Regarding claim 20, the combination of Kraft and Vermelle et al fails to disclose 
if a SIM card of the receiving telephone apparatus is full with messages from calling 
telephones, the receiving telephone apparatus automatically deletes an oldest message 
that matches the filtering rule. 

In a similar field of endeavor, Soderbacka et al disclose a system using a SIM 
card (see figure 2) where if there is no free memory available for short messages, it is 
checked to see if the short message is a deleting one, and, if so, a previous message is 
deleted according to the instructions (see page 13, lines 1-17), which reads on the 
claimed, "if a Subscriber Identity Module card of the receiving telephone apparatus is 
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full with messages from calling telephones, the receiving telephone apparatus 
automatically deletes an oldest message that matches the filtering rule." 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to modify the combination of Kraft and Vermelle et al with Soderbacka et 
al to include the above deleting of messages automatically in order to prevent filling the 
memory and missing a more useful short message when the memory is full as 
suggested by Soderbacka et al (see page 1 , line 30 - page 2, line 11). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bryan J. Fox whose telephone number is (571) 272- 
7908. The examiner can normally be reached on Monday through Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on (571) 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. . 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Bryan Fox 
August 29, 2005 



MARSHA D. BANKS-HAROLD 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



